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Disclaimer

The purpose of this presentation Is to educate and
Inform; not to provide legal services or advice. The
opinions, views, and statements expressed do not
necessarily represent the presenter’s personal views,
or the presenter’s employer’s or presenter’s clients’
views. Nothing in this presentation constitutes legal
advice, nor does It establish an attorney-client
relationship between presenter and any recipient.
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Long History . . ..

“Recent” Developments

d 7 September 2020 — “Elements Paper”
d 21 September 2022 — B+ Working Group

d June 2023 — B+ Comparative Analysis -
Consultations

d June 2024 — AIPLA-AIPPI-FICPI Symposium
J Consultations Continue . . .
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Key findings

In all jurisdictions, there appears to be great support amongst
stakeholders for SPLH although they are concerned about
Increasing the complexity of patent systems and consistently
express a preference for existing systems.
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Key findings

The analysis also strongly suggests that
stakeholders support SPLH as a package of harmonised norms

covering a grace period, conflicting applications, prior user
rights, the definition of prior art, and publication at 18 months.




Definition of Prior Art

There Is widespread agreement that the IT3 proposal provides
a good starting point for harmonising the definition of prior art
as part of an SPLH package. Therefore, it is suggested that
Group B+ consider the inclusion of a prior art definition based
on and consistent with the IT3 proposal in any SPLH package.
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Publication at 18 Months

18-month publication is already largely harmonised across
Group B+ jurisdictions. There is widespread agreement
amongst stakeholders that 18-month publication

consistent with the IT3 proposal should form part of an SPLH

package.
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1 Grace Period
1 Prior Use Defense
1 Conflicting Applications







Grace Period



Grace Period

There Is also widespread stakeholder agreement that the

grace period should cover all types of disclosure by, for or
derived from the inventor or their successor In title,
regardless of medium or forum and regardless of whether the
disclosure was intentional or not.




Grace Period

Stakeholders also largely agree that, as a general principle,
the initial burden of proof should lie with the party invoking
the benefit of the grace period.




Grace Period



Grace Period

Open Issues:

1. Term: 12 vs. 6 Months

2. From: Filing or Priority

3. Statement: Voluntary or Mandatory
4. Timing of Statement



If Mandatory Statement

Timing:

d Any Time During Term
1 Before Grant

d Shortly After Filing

d With Filing







Prior Use Defense

Prior User Defense

From the stakeholder consultations there
IS general support for prior user rights
(PURSs) and reasonable convergence on
some of its features.



Prior Use Defense

Prior User Defense

There appears to be a consensus that PURs accrue where a
third party has made actual commercial use of the invention
or made serious and effective preparations to commercially
use the invention, before the critical date.



Prior Use Defense

Prior User Defense

Most Group B+ jurisdictions

are already convergent around the critical date for accruing
PURSs being the earlier of

the priority or filing date.



Prior Use Defense

Prior User Defense

There Is also consensus that the burden of proof should fall

on the third party to show that they qualify or acquired the
business from a third party

that qualifies for a PUR.



Prior Use Defense

So, there appears to be a consensus:
d Some form of Prior User Defense



Prior Use Defense

Issues?

1. Derivation

d Independent—Agreed,;

d Derived from the Applicant—No Agreement
2. Scope and Expansion

1 Territory Used—No Agreement

d Volume—No Agreement







Conflicting Applications

Conflicting Applications

There was not enough specific input from some jurisdictions
to draw conclusions on convergence and divergence of
views on some important elements because of the
differences in the consultations conducted in different

jurisdictions.



Should we
prefer the first filer?

or
treat all applicants equally?







Conflicting Applications

Terminal Disclaimer?
Continuation Practice?



Alternatives?



Unity of Invention?



Conflicting Applications

No Consensus:
J Divergent
 Inconsistent approaches

d Substantial national legislation required to
reconcile




Conflicting Applications

Options:
d Novelty Only—No Anti-Self Collision (EU)
Jd Enhanced Novelty—Anti-Self Collision (JP)

d Novelty and Non-Obvious—Anti-Self
Collision (US)




Anti self-collision?

Greater inventive “distance”,
greater demand for anti-self-collision




Conflicting Applications

Elements Paper proposed:

d Novelty and “Beyond Common
Knowledge”

d Anti-Self Collision



Inventive Distance

Obvious

Novel

Same

Novel

Obvious

0

12 18

Current U.S. Law

Third Party

Duration

30

Applicant



Inventive Distance

Proposal

Beyond
Common
| Knowledge for Third Party
Obvious :
Both Applicant
and Third Party
Novel
< Duration
e ¢ 12 18 30
Novel
Obvious

Self Collision: Same Invention Applicant



Conflicting Applications

Issue?
J Messy and

J Not as critical as grace
period and prior use
defense







Artificial Intelligence

Can Al Help Resolve These Challenges:

J
J
J

C
C

C

entify Pre-Filing Disclosures
entify Prior User
entify Conflicting Applications and Distance



Summary

J Harmonization is a Widely Shared Goal
J America Invents Act Made Progress
1 Unitary Patent and Unified Patent Court Made More
d Elements Paper Suggested a Path Forward
J B+ Working Group Report —
= Promising
= Consensus on Certain Key Elements
1 Process has Stalled
1 Next Steps — Leadership to a Solution




Thank You

for Your Time and Attention
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