| Harmonization Update incl. AI

Oct. 2024

OTA Yoshitaka,
Director of IP department, JETRO Beijing

Representative of Japan Patent Office
W

j JPO



1. PHEP and NET/AI in IP5




| Written Description/Sufficiency of Disclosure

> In 2014, IP5 Offices agreed to initiate a case study using hypothetical cases
with respect to Written Description/Sufficiency of Disclosure (JPO lead).

> In 2018 and 2019, the Case Study Report of this area was published on IP5
website.

v' The PHEP analyzed three hypothetical cases on the support
requirement in the chemistry field and also analyzed three other
hypothetical cases to check the clarity and the support requirements
in the electric and machinery fields.

. ..l1l |
v' Users also provided their feedback for all the cases, from the point of E' -
the support requirement and/or the clarity requirement. Case 1-3

v Results showing how the IP5 Offices and users determined these
factors were summarized in an easily understandable chart.

v' The IP5 Offices provided not only “yes” and “no” answers on the
clarity and support requirements but also included points of laws and
regulations supporting their determinations and the reasons for their
determinations.



https://link.epo.org/ip5/PHEP_written_description_case1-3_final_report.pdf
https://link.epo.org/ip5/PHEP_written_description_case4-6_final_report.pdf

| Allowable features in drawings

> In 2021, the IP5 PHEP finalized a detailed new work plan.

» IP5 Offices have identified common allowable features including the lowest common
denominator (“IP5 Safe Format”).

> This JPO-led initiative aims at bringing greater uniformity of allowable features in
drawings and, furthermore, at reducing users’ costs and efforts arising from the
differences in formal requirements across the respective IP5 regions.

Overview highlighting the lowest common denominator (IP5-Safe Format)

Paper size Image format | Color / Line Size of Availability of
and Margins grayscale Drawings Characters photos
and symbols*

A4 There is no Black and o C Approximately Acceptable if it
c e IP5-Safe White 5mm x 5mm is appropriate.

image format.

Resolution:

300dpi

* CNIPA has removed the upper size limit by updating its Examination Guidelines
on 20 January 2024, and harmonization between IP5 Offices is complete.




| IP5 : Roadmap for cooperating in the fields of NET/AI

At the IP5 Heads Meeting (2021), the heads agreed on a roadmap for
cooperating in the fields of New Emerging Technologies (NET) and Artificial
Intelligence (AI).
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| Examination practices on Al-related inventions

-/As the first project based on the roadmap, IP5 Offices collected m *‘EI\
materials on the examination practices of the IP5 Offices on AI-

related inventions in June 2023 and compiled them into a L
comparative table. Table of
* A new comparative table with a more detailed recategorization of gum.m
case examples has been published on the IP5 website since July o

2024, A
« The material is presented in the form of hyperlinks to web pages, NewTobleof

Cases

\ allowing users to access the most up-to-date material. /
Art. 52 EPC Main Paragraph of Article 29(1 Article 2, Article 29(1) and Article  Article 2, Article 5 and Article 25 35U.S.C. 101
[English] [German] [French] of Patent Act 32 of Patent Act of Patent Law of PRC. English]
Guidelines for Examination in the  Examination Handbook for Patent ~ Examination practice guide by The Announcement of Amending  Manual of Patent Examining
European Patent Office (2022) and Utility Model, Annex B technology field Guidelines for Patent Procedure
[Index for Computer- Chapter 1, Section 2.1] [Pages 1301~1310, 7301~7306] Examination (No.343) [2106 Patent Subject Matter
Implemented Inventions] [Section 6.1.1 and 6.1.2. Eligibility
[G- [G-lI, 1] [G-IL, 2]
[G-ll, 3.3] [G-lI, 3.3.1] [G-II, 3.3.2] The Subject Matter Eligibility

[G-ll. 3.5] [G-ll._3.6] [G-ll._3.7] webpage [Link


https://link.epo.org/ip5/comparative_tables2024
https://link.epo.org/ip5/exam_pract_AI-related_2024

2. Application Trends of Al-related inventions




| Application Trends of Al-related inventions
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the Number of Applications

| Application Trends of Al-related inventions
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| Application Trends of Al-related inventions
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3. International cooperation

on examination of Al-related inventions
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| Japan-ASEAN Heads of IP Offices Meeting etc.

-

« Upon agreement on an ASEAN-Japan IP Action Plan, the
Economic Research Institute for ASEAN and East Asia (ERIA)
conducted Research on Patent Examination Practices for
Emerging Technologies in ASEAN Member States.

« This research uses case examples pertinent to emerging technologies,
including Al and IoT-related technologies, from the JPO Examination
Handbook and investigates examination results for each case, judging in
accordance with the laws and regulations of ASEAN countries.

« Based on this report, a series of working-level discussions were held, resulting
in the adoption of “the Japan-ASEAN Joint Statement for IP 2024" at the 14th
Japan-ASEAN Heads of IP Offices Meeting (September, 2024).

« The Joint Statement highlights the importance of further enhancing the
transparency and predictability of examination practices in the emerging
technologies, including the publication of examination guidelines and/or case
examples, and reinforcement of the examination system. )

-




| Comparative Study Report on software-related inventions

e

(D Comparative study with the CNIPA

« The JPO and the CNIPA conducted a comparative study on Al-related
inventions and published a report in November 2023.

@ Comparative study with the EPO

« The JPO and the EPO conducted a comparative study on software-related
inventions and published a report in March 2019.

« Including Al-related inventions, a comparative
study was conducted by adding six new case examples
concerning description requirements and inventive step,
and the report was updated and published in November 2021.
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4. JPO’s initiatives for Al-related Patent Applications

13



| JPQO’s recent initiatives

Intellectual Property Strategic Program 2023

(Direction of measures)

« In anticipation of the expansion of AI utilization in the creative process, organize and examine challenges in
patent examination practices such as inventive steps, and challenges related to the treatment of autonomously
generated inventions utilizing AI, taking into account the situations in other countries. (short term) (Cabinet
Office, METI)

« Enhance and disclose a wider range of Al-related invention examination case examples in light of the
increasing potential for the broader utilization of Al in the creation process across various fields. Furthermore,
strengthen the AI examination support team to achieve efficient and high-quality examination of Al-related
inventions.(short term) (METI)

® Conducted Research Study (August 2023 - March 2024)

Conducted Research Study on the following items

1. Latest technological level of Al and utilization of Al in the creation process of inventions

2. Challenges in patent examination practices arising from the expansion of Al utilization in the creation process
3. Challenges related to the treatment of autonomously generated invention utilizing Al

@ Enhanced the System of the Al Examination Support Team (October 2023)

Increased the number of the experts on Al examination from 13 to 39, and assigned at least one

expert to all examination offices

— Appropriately supporting examinations of Al-related inventions even in fields where Al
technology has not been frequently used.

® Added examination case examples for Al-related invention (March 2024)

Added a wider range of case examples for the examination of Al-related inventions

— Providing applicants and other stakeholders with a clear explanation of the operation of patent
examination for Al-related inventions.

14



| Summary of Research Study

» At present, no special circumstances have been identified that would suggest an
Immediate change in the state of protection of invention under the current
Patent Act in response to the influence of Al utilization in the creation process.

» Meanwhile, continued close monitoring of technological advancement and,
where necessary, appropriate consideration of the state of protection of
inventions will be required to respond to the possibility of further rapid
advancement in the future.

» A summary of the results for each survey item is as follows:

(1) Latest technological level of AI and utilization of Al in the creation process of inventions
> At the current technological level of AI, human involvement to some extent is required
for creation of inventions, and no cases of AI autonomously generated inventions
were identified.

(2) Challenges in patent examination practices arising from the expansion of Al utilization in
the creation process
> Regarding inventive step, it is appropriate to maintain the current approach at the
current stage, considering that AI can be included in the common general knowledge
known to a person skilled in the art, etc. at the time of filing.

(3) Challenges related to the treatment of autonomously generated invention utilizing Al
» Many believe that it is possible to address inventions where Al is utilized in the creation
process under the existing concept of inventorship requirement, which considers those
who are creatively involved in the embodiment of the technical features of the invention as
inventors, concerning the current state where human involvement to some extent is required
in the creation process of inventions.

15



| Indication of Inventor in Patent Applications in Japan

v' "Shimei” (Last name & First name) of Art.36(1) is interpreted to mean the
name of a “natural person”.

v “Shimei” or “Meisho (name of juridical person)” can be indicated as an
applicant, whereas only “Shimei” can be indicated as an inventor in the
application.

v' The inventor is the entity that has the right to be granted the patent upon
completion of the invention. (Art.29(1))

v' The inventor may transfer the said right prior to filing the patent application.
(Art.33(1) &34(1))

I—Vi The inventor shall be a “natural person”, meaning a person

O who has the legal capacity of the right.
- g pacity g

It shall not be permitted to indicate in the column for the inventor of the
application an entry that is not a natural person (e.g., machines including Al)

JPO website, “About Indication for Inventor, etc.” (in Japanese)
https://www.]p0.go.jp/system/process/shutugan/hatsumei.html 16



https://www.jpo.go.jp/system/process/shutugan/hatsumei.html

| Al Examination Support Team
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https://www.meti.go.jp/english/press/2023/0921_001.html
https://www.meti.go.jp/english/press/2024/0328_002.html

| Examination Case Examples on Al/IoT related technologies

The first publication in the world

Patent Examination Case Examples on AI and IoT-related inventions

Clear understanding of examination practices

Patent eligibility, Inventive step,

More than Description requirements: -

40

) ¢ Patent Examination Case Examples
’ pertinent to Al-related technologies
https://www.jpo.go.jp/e/system/laws/rule/guideline/patent/ai jirei e.html

j‘ ¢ Examination Guidelines
pertinent to IoT-related technologies

https://www.jpo.go.jp/e/system/laws/rule/guideline/patent/iot shinsa.html

18


https://www.jpo.go.jp/e/system/laws/rule/guideline/patent/ai_jirei_e.html
https://www.jpo.go.jp/e/system/laws/rule/guideline/patent/iot_shinsa.html

| Manga Patent Examination Guidelines — Al/IoT fields -

Examination Guidelines in Manga
Al/loT Edition

S, A
_J President of a venture company that develops
v = artificial intelligence software.
A h. . Very energetic and maverick.
U /
[

L]

Shinsaki Jun

Patent examiner at the Japan Patent Office.
Ota's reliable senior at university and gives Ai and Ota
useful advice on how to protect their Al software.

Ota

Young staff member working at Ai's company
with law degree.

Gentle character, always having trouble because
of Ai's constant demands.

Patent Eligibility

Novelty

Inventive Step

(Multi-Factor Reasoning(MFR))
Description Requirements

* e S0

English “Manga”

Easy to understand for everyone
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when writing a broad claim, L)
we have to be careful about the
description nequirement?v.r— —

What does that exactly,
w
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Aren't there several
types of description

requirements?

ave no idea what all
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Also published in Thai, Viethamese, Arabic
https://www.jpo.go.jp/e/system/laws/rule/guideline/patent/comic _ai iot e.html

HP:

2 YouTube

D YouTube

=

I didn't know that

' So, we write the

details of our invention |

there is a di
called "Claims" other

than the "Description”

that gives a detailed
explanation of
the invention.

in iption, Claims,
Abstract, and Drawings,

and then file a patent
application, right? e

YouTube:

https://youtube.com/plavylist2list=PLGv4h5a07975wBc8QpwOIV5hébQsx5wLF
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https://www.jpo.go.jp/e/system/laws/rule/guideline/patent/comic_ai_iot_e.html
https://youtube.com/playlist?list=PLGv4h5a07975wBc8QpwOIV5h6bQsx5wLF

| Al utilization to Improve Quality and Efficiency

0
D In-house development of patent examination support system using Al
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https://www.jpo.go.jp/e/system/laws/sesaku/ai_action plan/index.html



https://www.jpo.go.jp/e/system/laws/sesaku/ai_action_plan/index.html

Thank you very much.
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